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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

A response of 8/27/07 presented arguments, and did not amend the 
claims . 

Claims examined on the merits are 1-11, 13-21 and 28-32, which 
5 are all claims in the application. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section 

made in this Office action: 

10 A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for 
15 patent, except that an international application filed under the treaty defined in 

section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty 
in the English language. 

20 

Claims 1-10, 13-21 and 28-31 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Chudzik et al (7,094,418 B2) . 

Chudzik et al disclose a composition containing a cross -linkable 
macromer and an accelerator, which can be N- vinyl caprolactam (col 11, 
25 line 14) . The N-vinyl caprolactam contains a carbonyl, which can be a 
biocompatible functional group. The composition of Chudzik et al is 
the same as presently claimed. 

Response to Arguments 
The response urges that the carbonyl group, which is contained by 
3 0 the N-vinyl caprolactam disclosed by Chudzik et al as a polymerization 
accelerator, is not a biocompatible functional group as required by 
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the claims. Additionally, the response refers to a compound of 
formula V and a compound II disclosed by the present specification as 
a polymerization accelerator of the invention, which contains a Z 
group not contained by the N-vinyl caprolactam of Chudzik et al . 
5 This argument is unpersuasive since the claims do not require the 

polymerization accelerator to have a formula with a Z group as shown 
by formula V, or the accelerator to be a Z group-containing compound 
II. Specific polymerization accelerator compounds disclosed in the 
specification must be required by the claims to be the polymerization 

10 accelerator compound of the claims. Merely disclosing specific 

polymerization accelerator compounds in the specification does not 
necessitate the compounds be in the claims. The carbonyl group of the 
N-vinyl caprolactam of Chudzik et al is capable of reacting, and 
therefore is functional. Furthermore, the carbonyl group is 

15 biocompatible since there is seen nothing to prevent it from being 
biocompatible. If the carbonyl group is not biocompatible, then the 
N-vinyl caprolactam compounds disclosed in the present specification 
would not be biocompatible since the compounds contain a carbonyl 
group . 

20 

Claim Rejections - 35 USC § 103 

Claims 1-10, 13-21 and 28-31 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Hubbell et al (5,529,914) or Hubbell et al 
(6, 258, 870 Bl) . 
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Hubbell et al ('914) and ('870) disclose a method involving 
combining a macromer with a photoinitiator and a polymerization 
accelerator, and polymerizing the macromer. For example, see claims 
1, 67 and 68 of Hubbell et al ('914) and claims 1, 30 and 31 of 
5 Hubbell et al ( '870) . 

A composition as presently claimed would have been obvious from 
the method of Hubbell et al ('914) or ('870) since carrying out the 
method requires combining the macromer, photoinitiator and accelerator 
prior to polymerizing. Accelerators disclosed by Hubbell et al ('914) 

10 and ('870) inherently contain a biocompatible functional group as 
required by the claims. The conditions of dependent claims are 
inherent in conditions used by Hubbell et al, or are sufficiently 
similar to conditions used by Hubbell et al to be obvious from 
conditions disclosed by Hubbell et al . For example, acrylic acid 

15 contains a carboxylate as in claim 10, and accelerators disclosed 
Hubbell el al are inherently capable of binding albumin as in claim 
10. Accelerators are disclosed Hubbell et al that contain N-vinyl as 
in claim 12, and N-vinyl -pyrolidinone disclosed by Hubbell et al 
contains a carbonyl as in claim 13, an N-vinyl amide as in claim 14, 

20 and a heterocyclic ring as in claim 15. Hubbell et al disclose 

macromers that are polyamino acids, polysaccharides or proteins, and 
the macromers of claims 28-31 would have been obvious from the 
macromers disclosed by Hubbell et al. 
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Response to Arguments 

The amendment urges that the claims now require the accelerator 
to comprise an N- vinyl group. However, Hubbell et al disclose 
accelerators containing an N- vinyl group. For example, see claim 30 
5 of Hubbell et al '870 where N-vinyl pyrolidinone , 2-vinyl pyridine, 1- 
vinyl imidazole and 9 -vinyl carbazole are disclosed. These 
accelerators inherently contain a compatible functional group. For 
example, N-vinyl pyrolidinone contains a carbonyl group. For the type 
of reasons set forth above, the claims do not require a different 

10 polymerization accelerator, and the carbonyl group of the N-vinyl 
pyrolidinone is a biocompatible functional group. Due to the 
pyrolidinone containing an N-vinyl group and a carbonyl group, it 
would be capable of binding albumin. The claims do not require the 
polymerization accelerator to contain a long chain fatty acid, which 

15 the response urges is not disclosed by Hubbell et al . 

Conclusion 

Claim 11 is allowable, but is objected to as being dependent on a 
rejected claim. 

Claim 32 is allowed. 
20 THIS ACTION IS MADE FINAL. Applicant is reminded of the 

extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is 
set to expire THREE MONTHS from the mailing date of this action. In 
the event a first reply is filed within TWO MONTHS of the mailing date 
25 of this final action and the advisory action is not mailed until after 



* 
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the end of the THREE -MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, 
5 however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David M. Naff 
whose telephone number is 571-272-0920. The examiner can normally be 
10 reached on Monday- Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Jon Weber can be reached on 571-272-0925. 
The fax phone number for the organization , where this application or 
proceeding is assigned is 571-273-8300. 



15 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for 
5 unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http : //pair- 
direct . uspto . gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . If you would like assistance from a USPTO Customer 
10 Service Representative or access to the automated information system, 
call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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